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Intellectual property is the oil of the 21st century, Look
at the richest men a hundred years ago: they made all
of their money extracting natural resources or moving
them around. All today's nichest men have made their
money out of intellectual property.

Mark Getty - scion of Getty Oil -
The Economist, March 4, 2000
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Material Transfer Agreements (MTA)
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0OddzOn Products, Inc. v. Just Toys, Inc

43USPQ2d 1641 (CAFC 1997)
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Bristol-Myers Squibb Co. v. Rhone-Poulenc Rorer Inc.
CAFC 4/15/03
66USPQ2d 1481
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Drug Screening / Research Tool Patents
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$E Maday v. Duke University &

64USPQ2d 1737 (Fed. Cir. 2002), cert.denied 561..Ed.2d 656 (Sup. Ct. 2003)
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Merch KGaA v. Integra Lifesciences |, Ltd.,et.el.,

66 USPQ2d 1865 (CAFC 2003)
Supreme Court accepted review on 1/7/05
Docket No. 03-1237

Integra : RFF FEHERE—20065EHHE N,
Merck : COREFZE > THMEER.
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=% 1888
Dolbear v. American Bell Telephone Company, 126 US1
TFEANTRICERLTWDZ EEXITERLTLGEL,

=& 1998
Pfaff v. Wells Electronics Inc., 48 USPQ 2nd 1641
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= % 1995
In re Brana, 34 USPQ 2nd 1437
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EPO 1991
Hepatitis B virus / Biogen T886/91
—— HFERFICHREN BT — 2 1K U REEE
ShTWA I EZFEIFERLTULEL,
EPO 1990
Onco - mouse / HARVARD T19/90
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T—EANEREI D,

BX:

In re Wallach 71USPQ2d 1939 (CAFC, 2004)
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Chiron v. Genentech Timeline
CIP filed 6/7/1995

1111/1985 Issued USP 6,054,561
2/8/1984 CiP1 5§/21/1986 claiming priority to
18t case Cip2 1%t Case, CIP1 and CiP2
-
1 murine 7 (6 new) 13 (6 new) Chiron’s antibody
antibody murine murine claims - no limitation
antibodies ~ antibodies covered ALL kinds of
antibodies (murine,
humanized & chimeric)
5/1984 10/15/1989
First paper describing Pioneer scientist wrote paper describing
how to make chimeric chimeric antibodles as “very young and very
antibodies ambitious field... We are all new to the game.”
CAFC:

“Written description requirement prevents applicants from using
the amendment process to update their disclosures during
pendency before the patent office.”

&1

University of Rochester
1. {LEMERE.
2. HEENREhZENDL S TOHMICO L—LRBDH ZEHEE.
3. VL—LEADBEE L RR,

Wallach
1. BA%¥3—FI38REOBMNEIL—LTBICZIE, BT/ B
BH. LWEBOOBL LM, FOEOORES - Bt D
WEHMER T TIER+4,
2. BBOBRESEE S,
3. BREFHBELHTIT 5. BBREHOHI & LT, enzol 630UsPQ2d 1618

(CAFC 2002)
Chiron
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California X% v.s. Microsoft

BERE 370{EHM
(8/11/03)

Hope National _
Medical Center BfZ2ff v.s. Amgen

BERME 300 %A

(6/10/02)
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USPTO Patent Examiners 1600 Group
Biotechnology, Organic Chemistry & Pharmaceuticals FY2003

1610 - Bioeffecting and Body Treating Compositions and Treatment Protocols
1620 - Heterocyclic Compounds and uses, Carbohydrates and Nonheterocyclic Chemistry and Uses
1630 - Molecular Biology, Multicellular Organisms and Gene Therapy, Bioinformatics,
Transgenic Plants, DNA Hybridization, DNA Amplification
1640 - immunology
1650 - Non-Immuno Proteins, Peptides (Enzymes & Toxins)
1660 - Plants (PLTs under 35 USC 1.161)

AntUnits  Examiners PhD MS Law/Sch JD  Primary PSA

Groups
1610 4 56 14 04 3 13 26 6
1620 5 68 32 3 t { 37 4
1630 8 91 55 23 5 6 38 5
1640 7 91 49 11 3 2 32 5
1650 4 56 25 12 0 2 23 8
1660 1 9 0 2 2 0 3 0

TOTAL 29 371 166 64 14 24 159 28

54% of 273 biotech patent examiners hired b/w 1999-2002 had PhDs

o7
JPO Patent Examiners?
ENRRT, RAOBNGHEN i
nature 4
[Hatore v [Speciatist Journals ] [raser reteronce works B
MPHMERRBB 7+—5LH . HHEORELIRARE
Nrtwre 113 124 Ton 2002).%ew>
Japanese forum urges rethink over
patents
DB PR QERBEIICRU ST A KDL
A1 ASTAINTE A DI AR A D EORY B T
AL,
] ZA—T008 GWHBRERT O A O EH KD T AT Lic & £ EAMELITH S Eid
TS, L EIIRISE Y DRI B IL R EF SECINAE A PPN A OBRIE - JCE,
BRIMERTHACIRT00A SOPADIES A D K, |IAORE /R PRDIRES £834 T Eif
68




25 Years of Practicing Excellence & Celebrating Clients' Triumphs

SHUSAKU YAMAMOTO

Founded September 20, 1979

Osaka HQ Office & Tokyo Branch Office

200 Staff - Full Service IP Firm - Patents, Trademarks, Opinion,
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